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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 05 April 2007 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-20 is/are pending in the application. 

4a) Of the above claim(s) 8-19 is/are withdrawn from consideration. 

5) ^ Claim(s) 2 and 3 is/are allowed. 

6) |EI Claim(s) 1,4-7 and 20 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1) ^| Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) Information Disclosure Statement(s) (PTO/SB/08) 5 ) □ Notice of Informal Patent Application 
Paper No(s)/Mail Date 4/5/07 . 6) □ Other: . 
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Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which are not so linked 
as to form a single general inventive concept under PCT Rule 13.1. 

In accordance with 37 CFR 1.499, applicant is required, in reply to this action, to elect a single 
invention to which the claims must be restricted. 

Group I, claim(s) 1-7 and 20, drawn to methods for identifying compounds that modulate the 
guanine nucleotide exchange cycle of RAS superfamily GTPase and compositions. 

Group II, claim(s) 8-11, drawn to methods for treating cancer. 

Group III, claim(s) 12-15, drawn to methods for treating neurological disorders. 

Group IV, claim(s), 16-19, drawn to methods for modulating the guanine nucleotide exchange 
cycle of a Ras superfamily GTPase in a cell. 

The inventions listed as Groups I-IV do not relate to a single general inventive concept under 
PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or corresponding special technical 
features for the following reasons: each of the methods may be practiced independently of each of the 
others. 

Restriction for examination purposes as indicated is proper because all these inventions listed in 
this action are independent or distinct for the reasons given above and there would be a serious search 
and examination burden if restriction were not required because one or more of the following reasons 
apply: 
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(a) the inventions have acquired a separate status in the art in view of their different 
classification; 

(b) the inventions have acquired a separate status in the art due to their recognized divergent 
subject matter; 

(c) the inventions require a different field of search (for example, searching different 
classes/subclasses or electronic resources, or employing different search queries); 

(d) the prior art applicable to one invention would not likely be applicable to another invention; 

(e) the inventions are likely to raise different non-prior art issues under 35 U.S.C. 101 and/or 35 
U.S.C. 112, first paragraph. 

Applicant is advised that the reply to this requirement to be complete must include (i) 
an election of a invention to be examined even though the requirement may be traversed (37 CFR 
1.143) and (ii) identification of the claims encompassing the elected invention. 

The election of an invention may be made with or without traverse. To reserve a right to 
petition, the election must be made with traverse. If the reply does not distinctly and specifically point 
out supposed errors in the restriction requirement, the election shall be treated as an election without 
traverse. Traversal must be presented at the time of election in order to be considered timely. Failure to 
timely traverse the requirement will result in the loss of right to petition under 37 CFR 1.144. If claims are 
added after the election, applicant must indicate which of these claims are readable on the elected 
invention. 

If claims are added after the election, applicant must indicate which of these claims are readable 
upon the elected invention. 

Should applicant traverse on the ground that the inventions are not patentably distinct, applicant 
should submit evidence or identify such evidence now of record showing the inventions to be obvious 
variants or clearly admit on the record that this is the case. In either instance, if the examiner finds one 
of the inventions unpatentable over the prior art, the evidence or admission may be used in a rejection 
under 35 U.S.C. 103(a) of the other invention. 
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During a telephone conversation with Ms. Miller on February 25, 2009 a provisional election was 
made with traverse to prosecute the invention of Group I, claims 1-7 and 20. Affirmation of this election 
must be made by applicant in replying to this Office action. Claims 8-19 are withdrawn from further 
consideration by the examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the currently named 
inventors is no longer an inventor of at least one claim remaining in the application. Any amendment of 
inventorship must be accompanied by a request under 37 CFR 1.48(b) and by the fee required under 37 
CFR 1.17(i). 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1 and 4-7 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 

failing to particularly point out and distinctly claim the subject matter which applicant regards as the 

invention. The claims are vague, indefinite, and incomplete. 

(a) The recitation of "Ras superfamily GTPase" (claim 1) is vague and indefinite 
because the term is not clearly defined in the application and because there is 
no clear and definite art-recognized meaning for the term. 

(b) Claims 4 and 7 are vague, indefinite, and incomplete because each of the 
effector proteins recited in the claim is not completely defined; the effector 
proteins are not clearly defined in the application and because there is no 
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clear and definite art- recognized meaning for each of the effector proteins 
recited. 

(c) Claim 5 is vague, indefinite, and incomplete because each of the factors 
recited in the claim is not completely defined; the factors are not clearly 
defined in the application and because there is no clear and definite art- 
recognized meaning for each of the factors recited. 

(d) Claim 6 is vague, indefinite, and incomplete because each of the GTPases 
recited in the claim is not completely defined; the GTPases are not clearly 
defined in the application and because there is no clear and definite art- 
recognized meaning for each of the GTPases recited. 

Claims 1 and 4-7 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with the 
written description requirement. The claim(s) contains subject matter which was not described in the 
specification in such a way as to reasonably convey to one skilled in the relevant art that the inventor(s), 
at the time the application was filed, had possession of the claimed invention. The claims do not recite 
enough structure for one of skill in the art to conclude that applicants had possession of the invention in 
connection with (a) Ras superfamily GTPases, (b) guanine nucleotide exchange factors, (c) GTPases, (d) 
effector proteins, and (e) biologically active fragments of each of the above (a) - (d) elements of the 
claims, as of the effective filing date. 

In Vas-Cath vMahurkar, 19 USPQ2d 1111 (Fed. Cir. 1991) the court stated, "applicant must also 
convey with reasonable clarity to those skilled in the art that, as of the filing date sought, he or she was 
in possession of the invention. The invention is, for purposes of the 'written description' inquiry, 
whatever is now claimed' (emphasis in the original) ( Vas-Cath at page 1117). The instant application 
does not "clearly allow persons of ordinary skill in the art to recognize that [he or she] invented what is 
now claimed" ( Vas-Cath at page 1116). In Fiers v. Sugano, 25 USPQ2d 1601 (Fed. Cir. 1993), the court 
also held that, "An adequate written description of a DNA requires more than a mere statement that it is 
part of the invention and reference a potential method for isolating it; what is required is a description of 
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the DNA itself" {Fiers v. Sugano, page 1606). This view was reiterated in Fiddes v. Baird, USPQ2d 1481 

(BPAI 1993) at page 1483, "If a conception of a DNA requires a specific definition, such as by structure, 

formula, chemical name, or physical properties, as we have held, then a description also requires that 

degree of specificity. . . . one cannot describe what one has not conceived." The court amplified this 

notion with respect to inventions claiming genetic material in Regents of the University of California v. Eli 

Lilly, 43 USPQ2d 1398 (Fed. Cir. 1997), stating at page 1406, 

"In claims to genetic material, however, a generic statement such as Vertebrate insulin cDNA' or 
mammalian insulin cDNA,' without more, is not an adequate written description of the genus 
because it does not distinguish the claimed genus from others, except by function. It does not 
specifically define any of the genes that fall within its definition. It does not define any structural 
features commonly possessed by members of the genus that distinguish them from others. One 
skilled in the art therefore cannot, as one can do with a fully described genus, visualize or 
recognize the identity of the members of the genus. . . . Accordingly, naming a type of material 
generally known to exist, in the absence of knowledge as to what that material consists of, is not a 
description of that material." 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis 

for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claim 20 is rejected under 35 U.S.C. 102(a) as being clearly anticipated by Stephen 
( www.curentdrugdiscovery.com , August 2003, pages 33-36). Stephen et al teaches the use of NSC 
13778 as an anti-HIV drug {e.g., see page 35, Figure 3). In addition, applicants acknowledge NSC 13778 
to be old {e.g., instant application, page 21, first full paragraph). 

Claim 20 is rejected under 35 U.S.C. 102(e) as being clearly anticipated by Shoemaker et al 
(U.S. Patent Application Publication 2006/0263772 Al (November 23, 2006)). Shoemaker et al teaches 



the use of NSC 13778 as an anti-HIV drug {e.g., see paragraphs 0096, 0098, 0105, and 0108). 
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Shoemaker et al has an effective filing date of October 8, 2002 because Provisional Application Serial No. 
60/416,854 discloses NSC 13778 {e.g., see specification at page 27). 
Claims 2 and 3 are allowable over the prior art of record. 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to James Martinell whose telephone number is (571) 272-0719. 

The examiner works a flexible schedule and can be reached by phone and voice mail. 
Alternatively, a request for a return telephone call may be e-mailed to james.martinell@uspto.qov . Since 
e-mail communications may not be secure, it is suggested that information in such requests be limited to 
name, phone number, and the best time to return the call. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
James (Doug) Schultz, can be reached on (571) 272-0763. 

OFFICIAL FAX NUMBER 

The fax phone number for the organization where this application or proceeding is assigned is 
(571) 273-8300. Any Official Communication to the USPTO should be faxed to this number. 



Any inquiry of a general nature or relating to the status of this application or proceeding should 
be directed to (571) 272-0547. 

Patent applicants with problems or questions regarding electronic images that can be viewed in the Patent Application 
Information Retrieval system (PAIR) can now contact the USPTO's Patent Electronic Business Center (Patent EBC) for assistance. 
Representatives are available to answer your questions daily from 6 am to midnight (EST). The toll free number is (866) 217-9197. 
When calling please have your application serial or patent number, the type of document you are having an image problem with, 
the number of pages and the specific nature of the problem. The Patent Electronic Business Center will notify applicants of the 
resolution of the problem within 5-7 business days. Applicants can also check PAIR to confirm that the problem has been corrected. 
The USPTO's Patent Electronic Business Center is a complete service center supporting all patent business on the Internet. The 
USPTO's PAIR system provides Internet-based access to patent application status and history information. It also enables applicants 
to view the scanned images of their own application file folder(s) as well as general patent information available to the public. 

For all other customer support, please call the USPTO Call Center (UCC) at 800-786-9199. 



/James Martinell/ 
Primary Examiner 
Art Unit 1634 



